BEFORE THE REGIONAL DIRECTOR, NORTHERN REGION
MINISTRY OF CORPORATE AFFAIRS

NEW DELHI
REF: Sec.16/Df162/G50633239/2017) 63/7 Dated:
23 UG 21
Present: _REGIONAL DIRECTOR (NR)

In the matter of section 16 of the Companies Act, 2013
And

In the matter of M/s UBE Industries Limited having its registered office af
H.No.8-3-228/325, Rahmathnagar. Yousufguda Hyderabad- 500045.

....... Applicant
M/s UBE Industries India Private Limited having registered office at Office
No.-304, llird Floor, Times Tower, M.G Road, Sector-28 Gurgaon Haryana-

122001,

...... Respondent
Present on behalf of the applicant/ respondent

Dr. 5.V. Rama Krishna, Advocate
..... For Applicant

Mr. Aditya Verma, Advocate
Ms. Eva Bishwal, Advocate
...... for Respondent

Date of hearing: - 30.11.2017, 19.01.2018, 26.03.2018 and 25.04.2018

ORDER

An application pursuant to SRN G50633239 dated 17.08.2017 has
been moved before this forum under section 16(1) (b) of the Companies
Act, 2013 by M/s UBE Industries Limited for issue of directions to M/s UBE




2. The Applican! company M/s UBE Indusiies Limiled was incorporated on
31/01/1985 with tThe Registrar ol Companies, Hyderabad. The Respondent
Company M/s UBE |r1du5fn'i&s India Private Limited was incorporated on
10/07/2012 with the Registrar of Companies, NC1 of Delhi & Haryana
having ifs registered office al Office No -304, lird Floor, Times Tower, M.G

Road, Sector-28, Gurgaon, Haryana- 122001.

3. Onreceiving the application from the Applicant, this office has called
comments from the Respondent Company and fixed the matter for
hearing on 30.11.2017.This Office has also called cqmmenh of the Registrar
of Companies, NCT of Delhi & Haryana, vide letter dated 02.11.2017. The
Registrar of Companies, NCT of Delhi & Haryana submitted his report in the

matter vide dated 22.11.2017 and the same has been taken on the record.

4, On hearing dated 30.11.2017. the Avuthorized Representative of
Applicant Company as well as Respondent Company were present for
hearing. However, the matter was fixed again for hearing on 19.01.2018
but on hearing dated 19.01.2018, the hearing was again adjourned to
26.03.2018 due to unavoidable reason. On hearing dated 26.03.2018. the
Authorized Representative of Applicant Company as well as Respondent
Company were present for hearing and directed that the applicant
company will submit his written submission if any well before the next
hearing. The respondent will also file written submissicn. The hearing was
again adjourned on 25.04.2018 and on hearing dated 25.04.2018, the
Authorized Representative of Applicant Company as well as Respondent

Company were present for hearing.

Submission made by Applicant Company-

(i)  That the present case is between similar names of two companies

and it is on record of Registrar of Companies that the Applicant's name is
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changed to present name way back on 20.06.1996 as "UBE INDUSTRIES
LIMITED" whereas the Respondeni Company, aller aboul 16 [sixieen)
years later incorporqied on 10.07.2012 "UBE INDUSTRIES INDIA PVT. LTD."
Hence, it is a clear case falling within the purview ol Section 16(1] [a)
(earlier Section. 22 ot the Companies Act, 1956). It is just and equitable
that the later company need to change its name o rectify the Register
of Registrar to avoid confusion in public and to achieve the purposes of

law,

[il  That the Respondent Company is well aware of these statutory
provisicins and that is why indulged in Forum Shopping by filing =
Commercial Suit while the case is pending before this Hon'ble Authority
(Regional Director) which is also an act of scant respect for this Authority

and to law,

(i)  That the Respondent obtained an ex-parte injunction order (without
hearing the matter from this Applicant) under Trade Marks Act before the
High Court of Dethi and trying to repeatedly stating that there is an
injunction order. But the essential fact is that there is no prohibitory orders
against this Hon'ble Authority (Regional Director) from the High Court of
Delhi not to proceed in the present matter as per law. Therefore, this
Hon'ble Authority has exclusive and full authority and power to exercise
their powers bestowed by Parliament in Section 16(1}{a) of the Companies
Act, 2013,

(iv]  That the Applicant Company relies upon the judgment of Hon'ble
High Court of Delhi in Mondelez Foods Private Limited Vs. The Regional
Director (North), MCA and Others 12017] 204 CompCas 169 (Delhi) where

the points, inter alia, held in para 12 are as under:
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name, if it is similar to the name of a company registered prior in point
of time."
(v) That present application is well within the time limil prescribed unde:
section 16 (1) (@) under Companies Act, 2013 and s nol baned by

limitation.

Submission made by Respondent Company-

(i) That the Respondent is a wholly-owned subsidiary of its Japanese
parent company UBE Industries Ltd. which was incorporated in 1942 and
has been carrying on business in India for over 45 yec:s since 1972 and is
also the registered proprietor of the trademark UBE in India since 1973.The
Respondent's predecessor companies can trace their origins as far back
as 1897 and had adopted the frademark UBE as early as 1914,

(i} that on the basis of its registration of the trademark UBE, the
Respondent and the parent company have filed a suit before the Hon'ble
High Court of Delhi for, inter alia, injunction and damages against the
Applicant [and five other related entities also unlawfully using the
trademark UBE) (UBE Industries Lid. and Anr. Vs, S, Vijaya Bhaskara [CS
(COMM] 807 of 2017]).

lii) That on 23" Nov 2017, the Hon'ble High Court had passed the
following order of injunction against the Applicant:
"Keeping in view the aforesaid, this Court is of the opinion that
a prima facie case of infringement and passing off M made out in
favour of the plainfiffs and balance of convenience is also in its
favour. Further, imeparable harm or injury would be caused fo the
plaintiffs if an interim injunction order is not passed.

Conseguently, fifl further orders, defendants, their

partners/proprietor, servants, represemfﬁﬁv MG]‘ES and agents or
Yo
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any other person(s) claiming under or through them or acting in
concerlt with them or otherwise, are restrained hrom wsing 1The
plaintiff's registered lTrademark UBL in any manne  including
manufacluring, seling, oftering for sale, advertising, directly or
indirectly dealing in goods and/or services bearing the plaintiff's

registered trademark UBE"

[iv) That the frademark UBE also torms part of the Respondent and its
parent company’s domain names www.ube-ind.co.jp, registered on 18th

April, 1996 and www .ube.co.in, registered on 16th May, 2014.

(v] That notwithstanding the undisputed facts and circumstances os

above, the Applicant has wrongfully pursued this present application

before the Learned Regional Director despite the following:
a. The Applicant is a defunct company because as per their MCA
records. The Applicant's last Annual Genéral Meeting took place on
29th Sept 2012 and the |last balance sheet was filed on 31st March,
2012. These facts are matters of statutory record and have not been
contested by the Applicant. Appropriate action may be taken
against the Applicant in this regard as per law.
b. By virtue of the order of injunction against the Applicant, as of
today, it does not even have the right to use "UBE' in its company
name, Therefore, it cannot purport 1o stop any other entity (such as
the Respondent) from using UBE in its company name. If the suit in
the High Court is evenlually decided in favour of the Respondent, an
adverse decision in the company name application would create a
potential conflict of decisions between the Learned Regional
Director and the High Court,
For the sake of completeness, it may be noted that the injunction
restrains the Applicant from using UBE 'in any manner’, which would
include use of UBE as part of the Appllt;tﬂ'fgafzg' ompany name. In this
regard, Section 29 (5) of the T|Uﬂé’ﬂé§$ﬁ2ﬁ%
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reads as under —
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“... {3) A registered tracle mark is infringed by a person il he oses such
registered frade mark, as his frade nome o pend Of Tis fiade name:,
or name of his business concern or part of the name, of his business
concern dealing in goods or services in respect of which the trade
mark is regisfered....”

The only argument raised in this regard by the Applicant is that the
case filed against the applicant in the High Court is a ‘counter-blast’
to the company nome application, and amounts to ‘forum-
shopping' by the Respondent. This argument merits no consideration
as ‘Forum-shopping' requires a party to file proceedings in more than
one court — the Respondent has approached only the High Courd,
which means that there is no 'forum-shopping'.

It is a settled principle of company name registration that a
company name should not be identical ,/ too nearly resembling a
registered trademark —while it was theoretically open to the parent
Japanese entity to fake action against the applicant under Section
16(2) of the Act, it (along with the Respondent) has chosen to pursue
a much wider remedy of by filing a suit in the High Court for
trademark infringement and passing off. There is also no obligation
on the Respondent fo fake action against every single entity that
uses ‘UBE" in its company name —in the present case, the High Court
suit addresses issues much broader than the mala fide pursuit of the
present company name application 2y the Applicant.

c. The Applicant has not filed any evidence to demonstrate that it
actually carries on business and adopted / has been using the name
‘UBE' bona fide.

The assertion of the Applicant in this regard is that once the Registrar
of Companies has permitted the applicant to use 'UBE' in its

company name, d subsequent mcorpo:am;mrcgf a company also

using "UBE' cannot be permitted. However Hlfwfs"mrgx,y ent has no

_.__1
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